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The obviousness rejection made by the Examiner is deficient in that is does not and 
cannot establish a prima facie case of obviousness with respect to the invention claimed 
in claims 1-9 of the present application. As discussed below, each of the references cited 
by the Examiner relates to a different type of vitamin composition and, accordingly, the 
references cannot be combined in the manner suggested by the Examiner. Moreover, 
even if it was somehow possible to combine the cited references, the Examiner has not 
established that an artisan of ordinary skill would have been motivated to combine the 
cited references in the manner suggested by the Examiner. 

Each of The Cited References Relates to a Different Type of Vitamin Formulation 

The Kardys patent teaches a vitamin composition for ingestion which consists 
essentially of 25% to 55% by weight of an oil-soluble vitamin selected from the group 
consisting of vitamin A. vitamin Do. vitamin D3. vitamin E or combinations thereof, in water 
together with a specific dispersing agent which makes up about 50% to about 85% of the 
total composition. The dispersing agent is a mixture of polyoxyethylene sorbitan 
monooleate and an ester selected from polyethylene glycol 400 monooleate, decaglycerol 
dioleate. and decaglycerol tetraoleate. The ratio of the polyoxyethylene sorbitan 
monooleate to said ester is from about 1 :3 to about 3:1 by weight. 

The Perricone et al. patent teaches a stabilized composition for topical application 
containing fatty acid esters of ascorbic acid (vitamin C) and a special solvent system which 
can include propylene glycol and/or alkyi lactates. The compositions also usually contain 
additional substances that are useful in topical formulations. 
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The Josse patent teaches stable injectable veterinary vitamin compositions 
containing on a weight basis about 20-55% of vitamin A propionate, 0 to about 1 % vitamin 
D, 0 to about 8% vitamin E, about 10-30% of a non-ionic emulsifier, about 5-45% of a 
solubilizing agent and about 5-15% isopropanol. 

The composition of each of the cited references is suitable for a different and 
distinct use (i.e., for ingestion, for topical application and for injection). None of the 
references teach that the composition of that reference is suitable for any other use. 
Further, the Kardys patent and the Josse patent relate to vitamin formulations that do not 
include vitamin C whereas the only teachings in the Perricone et al. patent that are relied 
on by the Examiner relate solely to vitamin C or derivatives of vitamin C. Accordingly, it 
is respectfully submitted that the teachings of the cited references are too different to be 
combined in the manner suggested by the Examiner. 
A Prima Facie Case of Obviousness Has Not Been Established 

Even if it was somehow possible to combine the cited references, the Examiner has 
not established that an artisan of ordinary skill would have been motivated to combine the 
cited references in the manner suggested by the Examiner. Specifically, the Examiner has 
only provided conclusory statements for why the invention of the present claims is obvious 
in view of the cited references. There is no explanation at all as to why an artisan of 
ordinary skill in the art would be motivated to combine the cited references in the manner 
suggested by the Examiner. Still further, there is no explanation at all as to where in the 
cited references there are teachings or suggestions from which an artisan would find 
motivation to combine the references in the manner suggested by the Examiner. To simply 
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point to portions of the cited references that teach certain elements of the claimed 
invention and then state that the combination of all of these elements would be obvious 
to obtain a formulation having the properties that are described in the present application 
is a classic example of hindsight reconstruction and is improper. The teachings of the 
present invention regarding the desired properties of the forrr,ulation cannot be used as 
part of the basis for an obviousness rejection. The cited references, bv themselves , must 
teach or suggest the claimed invention and provide the motivation to combine the 
references in the manner necessary to produce the claimed invention. In the present 
rejection, the Examiner has not only failed to explain why or how the teachings of the 
references can be combined, the Examiner has also failed to explain how the teachings 
of the references, by themselves, would motivate an artisan to combine the teachings in 
a manner which would produce the presently claimed invention. Accordingly, it is 
respectfully submitted that the Examiner has not established a prima facie case of 
obviousness. 

The recent case, In re Sang-Su Lee, 277 F.3d 1338, 61 U.S.P.Q.2d 1430 (Fed.Cir. 
2002), explains the type of explanation and reasoning that is required to establish a prima 
facie case of obviousness and emphasizes that Examiners must clearly explain how and 
why the teachings of the cited references provide the motivation to combine the references 
In the manner necessary to support the obviousness rejection. The Federal Circuit has 
made it very clear that Examiners cannot rely on conclusory statements, such as those 
used in the present office action, to establish the motivation to combine references. A 
copy of this case is attached hereto for the convenience of the Examiner. 
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In view of the above, it is respectfully submitted that the Examiner has not 
established a prima facie case of obviousness. Therefore, it is respectfully requested that 
the rejection of claims 1-9 under 35 U.S.C. 103(a) be withdrawn. 



Respectfully submitted, 

CONNOLLY BOVE LODGE & HUTZ LLP 




William E. McShane 
Registration No. 32,707 
Telephone: 302/658-9141 
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No. 00-1158. 

Jan. 18,2002. 



Board of Patent Appeals and Interferences rejected all claims of inventor's patent application directed 

toward method of automatically displaying functions of video display device that demonstrated how to 

select and adjust functions m order to facilitate response by user. Inventor appealed. The Court of 

Appeals, Pauline Newman, Circuit Judge, held that analysis by Board did not comport with either legal 

/io'r'f"^^"^^ determination of obviousness or with requirements of Administrative Procedure Act 
(APA). 



Vacated and remanded. 

West Headnotes 

HI Patents kll3(6) 

29Ikl 13(6) Most Cited Ca.ses 



Tribunals of the Patent and Trademark Office (PTO) are governed by the Administrative Procedure Act 
(APA), and their rulings receive the same judicial deference as do tribunals of other administrative 
agencies. 5 U.S.C.A. S 551 et seq. 



HI Administrative Law and Procedure k485 

15Ak485 Most Cited Cases 

HI Administrative Law and Procedure k507 

15Ak507 Most Cited Case.s 



A^'.I^A D^i'x '^""'^"^ ^° be meaningfully achieved within the strictures of the Administrative Procedures 
Act (APA), an agency tnbunal must present a full and reasoned explanation of its decision; the agency 
tribunal must set forth its findings and the grounds thereof, as supported by the agency record and 
explain its application of the law to the found facts. 5 U.S.C.A. S 706(21 s .y u, diiu 



111 Patents kll3(6) 

29 Ikl 13(61 Most Cited Cases 



Judicial review of a decision of the Board of Patent Appeals and Interferences denying an application for 
a patent is founded on the obligation of the agency to make the necessary findings and to provide an 
administrative record showing the evidence on which the findings are based, accompanied by the 
agency s reasoning in reaching its conclusions. 5 U.S.C.A. 6 551 et seq 
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141 Patents k31.1 

291k31.1 Most Cited Cases 



ft.lfhl'rilV^^ determination of patentability vel non when the issue is obviousness, it is fundamental 
that he rejection of a patent application must be based on evidence comprehended by the language of 
the statute addressing obviousness. 35 U.S.C.A. 6 ini ^ i^igudge o. 



151 Patents kl6.5(l) 

291kl6.5(n Most Cited Cases 



Jh^ST ^""Tu '''' P"^'' ^"alysis thereof; when patentability turns on 

find^.?f Xt^t^r'""'"' 'f'''^ '"^ ^'^y^'^ P"°^ '"^'"d^s evidence relevant to the 
^ ? ^^'T teaching, motivation, or suggestion to select and combine the references 

relied on as evidence of obviousness. 35 U.S.C.A. S 103 . icicicnt.es 



161 Patents k26(l) 

291k26(l) Most Cited Cases 



In the context of an obviousness determination by the Board of Patent Appeals and Interferences the 
factual inquiry whether to combine references must be thorough and se^?hing; it n^SsTbe S on 
objective evidence of record. 35 U.S.C.A. S 103 . ^ t musi uc ud&eu on 



121 Patents kill 

29_lklll Most Cited Ca.ses 



Analysis of invention by Board of Patent Appeals and Interferences did not comport with either leeal 
^TpTfT£.^^^?'™'"''^?•K°^°!'r."^"^^^ "''th requirements of AdministLwe pJocedu e Ic 
d^i^Lr^i?^a ' ^^'""'^ ^"f f ^^'^^ ^'"'^'"g^ explanations needed for reasoned 
decisionmaking; examiner used conclusoiy statements to support his subjective belief that it wS 
obvious that person skilled in the art would have been motivated to combine priorS a^d Board 

T^^^5^r£J^iII!E''''' ^^^^^^^^^ ^^^^^^ ?ombirado^i>f"pr 



lil Patents k26(l) 

29ik26(I) Most Cited Ca.ses 



i".tf determination the facmal question of motivation to combine prior art is material to 

patentability, and camiot be resolved on subjective belief and unknown authority 35 U.S cT ( l OV 



191 Patents k26(l) 

291k26(l) Most Cited Cases 
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MPateots kill 

291 kill Most Cited Cases 



In an obviousness determination under patent law. it is improper, in determining whether a oerson of 
ordinary skill would have been led to combine references, simply to use that whfch tSventor^a^^^^^ 
against Its teacher; thus, the Board of Patent Appeals and Interferences must nroSy ^st^e hT^^^^^ 

[hTSwf "^h""' "^Z?"' ''"'"^ evidence of record, but must also explain the relS/wW^^ 
the findings are deemed to support the agency's conclusion. 5 U.S.C.A. § 706(2} • 35 US C A § 103 



UOl Administrative Law and Procedure k507 

I5Ak5Q7 Most Cited Cases 



Deferential judicial review under the Administrative Procedure Act (APA) does not relieve the aeencv 



obligation. 5 U.S.C.A. S 706r2) 

JUl Administrative Law and Procedure k763 

15Ak763 Most Cited Cases 

JUJ Administrative Law and Procedure k796 

15Ak796 Most Cited Cases 



In the context of judicial review under the Administrative Procedure Act (APA) a decision bv an appnrv 
Jbunal that has an omission of a relevant factor required by preceto k both ?egaf e?rS S 
&quotarbitrarv aeencv act on." 5 U S C A SS'iiPtc-.n ^ ^ ^S^' ^"^^ 



&quotarbitrary agency action." 5 U.S.C.A. $ 5.51 et seq 

nil Administrative Law and Procedure k485 

I5Ak485 Most Cited Cases 

1121 Administrative Law and Procedure k760 

15Ak760 Most Cited Cases 



J^J^lT" T ° *^ P"ncip e of judicial deference under the Administrative Procedures Act (APA) to 
the rulings of agency tnbunals is that the tribunal has specialized knowledge and expertSe such thS 
when reasoned findings are made, a reviewing court may confidently defer to the agencySlicatb^^^^^ 
ts knowledge in its area of expertise; however, reasoned findings are critical tf the peSance of 
agency functions and judicial reliance on agency competence. 5 jAcA j jl^lj 

fl3| Patents kl6(l) 

ZilkLeCn Most Cited Cases 
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The determination of patentability on the ground of unobviousness is ultimately one of judgment- in 
furtherance of the judgmental process, the patent examination procedure serves both to find So S^^e 
on the official record, that which has been considered with respect to patentability 35 U S CA S 101 



1141 Patents kl6(3) 

291kl6(3) Most Cited Cases 

1141 Patents kl04 

291kl04 Most Cited Cases 

(141 Patents kill 

291klll Most Cited Cases 



In the context of an obviousness determination, the patent examiner and the Board of Patent Appeals and 
Interferences are deemed to have experience in the field of the invention; however, this experience 
insofar as applied to the deterramation of patentability, must be applied from the viewpoint of the person 
having ordinary skill m the art to which said subject matter pertains. 35 USCA § 103 



1151 Patents kl04 

291kl04Most Cited Cases 



i^tf^ nffinn '^^'^Xf "^^^^^S' assessing the significance of the prior art, and in making the ultimate 
determination of the issue of obviousness, the examiner and the Board of Patent Appeals and 
Interferences are presumed to act fi-om the viewpoint of a person having ordinary skill in the art to which 

ilnS-i ♦"'f^TJ'^'^^!"^' "^J^" °" ^^^^ ^hey assert to be general knowledge to negate 

patentabi ity, that knowledge must be articulated and placed on the record ^d the failure to do so is not 
wo^ ?^T'^'?r>^'fH',n?^''^'^^ administrative procedure or effective judicial review. 5 U.S.C A S 



£161 Patents kill 

291 kill Most Cited Cases 



In the context of an obviousness determination, the Board of Patent Appeals and Interferences cannot 
rely on conclusoty statements when dealing with particular combinations of prior art and specific claims 
but must set forth the rationale on which it relies. 5 U.S.C.A. 706(2) : 35 U.S C.A. § 103 ! 

liZl Administrative Law and Procedure k326 

15Ak326 Most Cited Cases 



JJTl Administrative Law and Procedure k485 
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15Ak485 Most Cited Cases 

1171 Arlmmistrative Law and Procedure k507 

15Ak507 Most Cited Cases 

Sound administrative procedure requires that an agency apply the law in accordance with statute and 
precedent; the agency tnbunal must make findings of relevant facts, and preSnt iTs reaSns b 
s^ent detail that the court may conduct meaningful review of the agencg actfon 5 U S g A- § 

Patents k328(2) 

291k328(2) Most Cited Cases 

4.626.892 . Cited As Prior Art. 

Rr SP "^^^"^' ^ With on the brierj^SR^^^""" 

Sidney O Johnson, Jr., Associate Solicitor, of Arlington, Virginia, argued for the Director of the TI 
Patent and Trademark Office^ With him on the brief were John M. WhlaSi, Sol?^^^^^^^ 
Sohcitols''^'' - °f ^^^^ Maximilian R. Peterson andW Tsodate 

Before PAULINE NEWMAN. CLEVENGER . and DYK, Circuit Judges. 
PAULINE NFWMAN Circuit Judge. 

q^i^Sf^". x^Pf 9f the Board of Patent Appeals and Interferences of the United 

Omlx ^TJSiftn'^^^^^ f ^^^''"^ °f Lee's patent application Serial No 

07/631,2 0 entitled &quotSelf- Diagnosis and Sequential-Display Method of EveVy Function " IFNl 
We vacate the Board's decision for failure to meet the adjudicative standards fo? review und^ 
Admmistrative Procedure Act, and remand for further proceedings. 

ENL Ex parte Lee, No.1994-1989 (Bd. Pat.App. & Int. Aug. 30, 1994; on reconsid'n Sept. 29, 1999). 
The Prosecution Record 

Mr. Lee's patent application is directed to a method of automatically displaying the functions of a video 

the user. The display and demonstration are achieved using computer-managed electronics including 
pulse-width modulation and auto-fine-tuning pulses, in accordance with procedurS describS in th^ 
specification. Claim 10 is representative: ucbcnoea in me 
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10. A method for automatically displaying functions of a video display device, comprising: 
determining if a demonstration mode is selected; 

if said demonstration mode is selected, automatically entering a picture adjustment mode having a 
picture menu screen displaying a list of a plurality of picture functions; and 

ftmctSons^^^^^ '^^"^^"strating selection and adjustment of individual ones of said plurality of picture 

The examiner rejected the claims on the ground of obviousness, citing the combination of two 
references: IM^ .Si|tes ^a^ to Nortrup, and the Thunderchopper Helicopter 

Operations *1341 Handbook for a video game. The Nortrup reference describes a television set having a 
menu display by which the user can adjust various picture and audio functions; however the Nortmp 
display does not include a demonstration of how to adjust the functions. The Thunderchopper Handbook 
descnbes the Thunderchopper game's video display as having a &quotdemonstration mode" showing 
how to play the game; however, the Thunderchopper Handbook makes no mention of the adjustment of 
picture or audio functions. The examiner held that it would have been obvious to a person of ordinary 
skill to combine the teachings of these references to produce the Lee system. 

Lee appealed to the Board, arguing that the Thunderchopper Handbook simply explained how to play 
the Thunderchopper game, and that the prior art provided no teaching or motivation or suggestion to 
combine this reference with Nortrup, or that such combination would produce the Lee invention The 
Board held that it was not necessary to present a source of a teaching, suggestion, or motivation to 
combine these references or then- teachings. The Board stated: 

The conclusion of obviousness may be made from common knowledge and common sense of a person 
of ordinary skill m the art without any specific hint or suggestion in a particular reference. 

Board op at 7. The Board did not explain the &quotcommon knowledge and common sense" on which 
It relied for its conclusion that &quotthe combined teachings of Nortrup and Thunderchopper would 
have suggested the claimed invention to those of ordinary skill in the art." 

**2 Lee filed a request for reconsideration, to which the Board responded afler five years The Board 
reaffirmed Its decision, stating that the Thunderchopper Handbook was &quotanalogous art" because it 
was &quotfi-om the same field of endeavor" as the Lee invention, and that the field of video games was 
&quotreasonably pertinent" to the problem of adjusting display fimctions because the Thunderchopper 
Handbook showed video demonstrations of the &quotfeatures" of the game. On the matter of motivation 
to combine the Nortrup and Thunderchopper references, the Board stated that &quotwe maintain the 
position that we stated in our pnor decision" and that the Examiner's Answer provided &quota well 
reasoned discussion of why there is sufficient motivation to combine the references." The Boa^d did not 
^l^^I l fu^i"?^ reasoning, and review of the Examiner's Answer reveals that the examiner merely 
stated that both the Nortrup function menu and the Thunderchopper demonstration mode are program 
features and that the Thunderchopper mode &quotis user-fnendly" and it functions as a tutorial and that 
it would have been obvious to combine them. 

Lee had pressed the examiner during prosecution for some teaching, suggestion, or motivation in the 
pnor art to select and combine the references that were relied on to show obviousness. The Examiner's 
iT/i^ Board plus a Supplemental Answer, stated that the combination of Thunderchopper 

with Nortrup &quotwould have been obvious to one of ordinary skill in the art since the demonstration 
mode IS just a programmable feature which can be used in many different devicefsl for providing 
automatic introduction by adding the proper programming software," and that &quotanother motivation 
would be that the automatic demonstration mode is user friendly and it functions as a tutorial " The 
Board adopted the examiner's answer, stating &quotthe examiner has provided a well reasoned 
discussion of these references and how the combination of these references meets the claim limitations " 
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However, perhaps recognizing Aat the examiner had provided insufficient justification to *1342 support 
combining the Nortrup and Thunderchopper references, the Board held, as stated supra, that a 
&quotspecific hint or suggestion" of motivation to combine was not required. 



This appeal followed. 
Judicial Review 



m Tribunals of the PTO are governed by the Administrative Procedure Act, and their rulings receive the 
^^^i-'^n deference as do tnbunals of other administrative agencies. Dickinson v Zurko 527 U S 
mJI^4CLjm_144 LEd2d.l43, 50 USP02d 1930 nQofv Thus l>Tl^l-^77i^e^ PTO 
Board s hndmgs and conclusions in accordance with the following criteria: 

5 U.S.C. S 706(2) The reviewing court shall- 

(2) hold unlawful and set aside agency actions, findings, and conclusions found to be-- 

(A) arbitrary, capricious, an abuse of discretion, or otherwise not in accordance with law; 



9|c :1c * 4e * * 



(E) unsupported by substantial evidence in a case subject to sections 556 and 557 of this title or 
otherwise reviewed on the record of an agency hearing provided by statute; 

The Administrative Procedure Act, which governs the proceedings of administrative agencies and 
related judicial review, establishes a scheme of &quotreasoned decisionmaking." No^nTy m^^^^^^^ 
tS^^lttrbergL'^^^^^^^^^^^^ ''''' -hi^h^i^ reachS 

Allentown Mack Sales and Se nnre ffir v. National Labor Rf^/nfinn. RH , 522 U.S 359 374 118 S Ct 
m J29 L^J^Il^ (citatiori omitted). This standi?dliiiIiVirtl^thF7g-^^ 
reached a sound decision, but have articulated the reasons for that decision. The reviewing court is Ss 
enabled to perform nieamngfiil review within the strictures of the APA, for the court will have a b^is on 
which to determine &quotwhether the decision was based on the relevant factors and whether theThas 
8?4 28 f FH^^S'l^^ n??,TS (ji'i'^!'' to Preserve Overton Park V F .fa.. 401 U.S. 402 416 Q1 Qrf 
L^Ed.2d 136 (1971) . Judicial review of a Board decision denying an application for patent is 
hus founded on the obhgation of the agency to make the necessary findings and to provMe^ 
admmistrative record showing the evidence on which the findings are based accompanied by thT 
?6977Fed nv 2n"n^l\V'^^^^ conclusions. See In re Zurko. 258 F.3d 1379. 1386 SQT%mH^.o. 

the record") ^P^d.C.r.2000) (Board decision &quotmust be justified within the four comers~f 

mm As applied to the determination of patentability vel non when the issue is obviousness, &quotit is 
fundamental that rejections under 35_LLS£,^ J03 must be based on evidence comprehended by he 
language of that section." Inr^Grasselli, 713 F.2d 731. 739 218 USPO 769. 775 (Fed.Cir 1 983^ ^hP 
essential factual evidence on the issue of obviousness is set forth in i}raham v John Deere Co 383 US 
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LAldi.MS£LM^J^ UEd.2d 545, J48USPQ 459, 46711966} and extensive ensuing precedent 
Ihe patent examination *1343 process centers on prior art and the analysis thereof. When patentabil tv 
turns on the question of obviousness, the search for and analysis of the prior art includes evide:'4 
relevant to the finding of whether there is a teaching, motivation, or suggestion to select and combine f - 
retererces relied on as evidence of obviousness. See. e.g.. McGinlev v Franklin Sports Inc 262 F Vd 
imJi5J^|2U^jmj008iFe^^ 

reason to combine [the] references," a question of fact drawing on the Graham factors). 

16] &quotThe factual inquiry whether to combine references must be thorough and searching " Id. It 
must be based on objective evidence of record. This precedent has been reinforced in myriad decisl^iis 
f ?/f??n n !!'!^-.:?^',.!-5-.^"^^" ^ Williamson Tnhnrm rnrp V Philip Morris Inr ?.?Q 

F.3d 1 120 1 124-25, 56 USP02d 1456. 1459 rFed Cir ^nnm (&quota showin g of a suggestion, teaching 
or motivation to combine the pnor art references is an 'essential component of an obviousness holding' 
) (quoting Mard^ Jnc^ JL Ml Systmsj. Inc^ 157 F.3d 1340 1352 48 USP02d l?-?? 
(Fed.arl998) ); k le Den^-^UMm^^ 

(&quotOur case law makes clear that the best defense against the siibtle but po^i^l attraction of a 
hindsight-based obviousness analysis is rigorous application of the requirement for a showing of the 
i???";i?7 !^°r^^'°fnS.^°/'^^'''^ P"^': references."); In re Dance. ! 60F.3d 1339. 1 343, 48 USP02d 
1635, 1637 (Fed.Cir. 1998) (there niust be some motivation, suggestion, or teaching of the desirability of 

**4 The need for specificity pervades this authority. See, e.s In re Kof^ab 217Fldn6S n7i '^^ 

^rtr^a^'' >):^-'^lL^^'r'/'''T^^^ (&quotparticuL finding! mifb^aH^lrFe-^ti^llM 
artisan, with no knowledge of the claimed invention, would have selected these components for 
combination in the manner claimed"); InreRouffet, 149 F.3d 1350. 1359, 47 USPQ2d 1453 1459 
ffied£ir4^(&quoteven when the level of skill in the art is hi^B^^ st identify peci ficaily 

nLlT^l?}^' ^r^u ^""^ '""i?'' ^^^^ '"88^^^^ ^•^^"^^d combination. In other words, the 

Board must explam the reasons one of ordinary skill in the art would have been motivated to selec the 
references and to combine them to render the claimed invention obvious."); In re ^^^^972 F 2d 1 260 
im 23 USE^ _im 4283 (Fed.Cir.1992) (the examiner can satisfylhTS^^tflhJS 
obviousness of the combination &quotonly by showing some objective teaching in the prior art or that 

[7J[8J[9] With respect to Lee's application, neither the examiner nor the Board adequately supoorted the 
ST"nn'5;lT^^'''°'' °^ ^ P ^'^^ Thunderchopper references to rende^r obviSCwh ch 
Lee descnbed. The examiner's conclusory statements that &quotthe demonstration mode is just a 
programmable feature which can be used in many different device[s] for providing automatic 
introduction by addmg the proper programming software" and that &quotaiother motivation wouW be 
Sr^c fr""^*'' demonstration mode is user fiiendly and it fiinctions as a Uitorial" do not adequatdy 
address he issue of motivation to combine. This factual question *1344 of motivation is material o 
pa entabihty, ^d could not be resolved on subjective belief and unknown auth^ It is mpro^^^^^^ n 
detetTnining whether a person of ordinary skill would have been led to this combination of references 
f."]?^/cc?'.l*^l^^*^^ t^"Sht against its teacher." IV.L Gore v. Garlock / " 72 f F ?d 

imim j20 USPQm 312-13 (Fed.Cir.1983). Thus the B-^iFd^^ noVoS/a sui^ that t 
requisite findings are made, based on evidence of record, but must also explain the reasoning by wh ch 
the findmgs are deemed to support the agency's conclusion. ^ ^ 

LLOJ Deferential judicial review under the Administrative Procedure Act does not relieve the agency of 
its obligation to develop an evidentiary basis for its findings. To the contrary, the Administrative 
Procedure Act reinforces this obligation. See. e.g.. Motor Vehicle ManufacturJs A..: v State Farm 
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Mutual AutomohilP fr,. Cn d^^rrc oq^. c; .05^ 77 L.Ed.2d 443 (1983) (&quotthe aeencv 
wSn^fr"" K^r^' data axid articulate a satisfeEtoJTeliiiHiti^i^ 

-^^^ the'ad JUive agency a^t^rc?e^J 

h,w ^ °" P,^*^"* application, the Board rejected the need for &quotany specific 
hint or suggestion in a particular reference" to support the combination of the Nortrup and 
Thimderchopper references. Omission of a relevant factor required by precedent is both legaSr Td 
arbitrary agency action. See Motor Vehicle Mnm.fnrtur.r.^ \f.^. u.S at 43, 103 S.Ct 2856 Sotan 
Sne^/n^H ^^^^^l^V- capricious if the ^^^ncy—J^xTi^^A^^^ -m^^i 
aspect ot the problem ); MuUmsJL Department o f Energy. 50 F.3d_gqo, 992 (Fed.Cir. 1995) f&quotit is 
we estabhshed that agencies have a duty to provide reviewii:^.JF^r^h-h^niSrSj 
Sfl rft. ' "^"y against the relevant statutory standards, and tha 
failure to provide such an explanation is grounds for striking down the action.") As discussed in 
National Labor Relations _Bd. v. Ashkenazv Prnnertv M.t Cnrr^ 817 F 2d 74 IS imO^ mi^ Z 
agency is &quotnot free to refuse to follow circuit prec^ntT^"^ '^ir.ivs/) . an 

!rihl.nil\^?c""'*^^'°1 principle of judicial deference to the rulings of agency tribunals is that the 

tnbunal has specialized laiowledge and expertise, such that when reasoned findings are made a 
reviewing court may confidently defer to the agency's application of its knowledge in fts aJea of 
expertise. Reasoned findings are critical to the performance of agency functions and judicial reliance on 

9!! 9T89Ta 2?0 'it 

^^J9.S£Lm^ L.Ed.2d 219 (1968) (absent reasoned findings based on substantial 
effective review would become lost &quotin the haze of so-called expertise"). The &quotcommon 
knowledge and common sense" on which the Board relied in rejecting Lee's applicati^^e not the 
specialized knowledge and expertise contemplated by the Administrative ProcedSre Act CondusorJ 
statements such as those here provided do not fiilfiU the agency's obligation. This court explained 
ZMr^,2^^k^\m. 59 mmAMim. that &quotdeficiencies of the cited reScefcaTol be 
rernedied by the Board's general conclusions about what is 'basic knowledge' or 'co^^Si^s^s?^' T^e 
*1345 Board s findings must extend to all material facts and must be documented on the record lest the 
&quothaze of so-ca l ed expertise" acquire insulation from accountability. &quotCommon knowledge 
and common sense, even if assumed to derive from the agency's expertise, do not subShute for 
authonty when the law requires authority. See Allentown Mack. 522 U S kt 376 118 S O 818 
(&quotBecause reasoned decisionmaking demands it, and because the sj^iT^e^IiJi^f"^ 

f^dSt^^frZ^SS^l'.''^ ''''' ^" ^'^^^'^ ""'^^^^^^'^ 

The case on which the its departure from precedent, Injie Bozek. 57 C. CP. A. 7 U. 416 

rr PA Itino thit 1^ I ^ ^ ' '""i^u^ "'-"tiops &quotcommon knowledge and common sense,'^ 
h^lLT ^ * the phrase was used by the Sohcitor to support the Board's conclusion of obviousness 
Stn^.T f ^he pnor art^5oM did not hold that common knowledge and common sense are a 
substitute for evidence, but only that they may be apphed to analysis of the eJidence. Bozek did not hold 
Sn S!T^ f l^'^'/uPJ^Pf ^"thonty and reasoned findings can be omitted from-fiHird decisions. 
Nor does after thirty-two years of isolation, outweigh the dozens of mlings of the Federal Circuit 

and the Court of Customs and Patent Appeals that determination of patentability must be based on 
, fc^^cw^roo!^^?!,^^^^' ^""^^^^ lndu.<!!riPs MpHirnt Inc. v. Vital Sisns. Inc 183 

Innn HoJ; -^^^T^?. ^^l' '^'I ^'^ ^^at ^^i^^el^Fl^lsSn^edii 

&quotdoes not in and of itself make it so" absent evidence of such knowledge. 

**6 n3in4U151J16] The detemiination of patentability on the ground of unobviousness is ultimately 
one of judgment. In furtherance of the judgmental process, the patent examination procedure serves both 
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to find and to place on the official record, that which has been considered with respect to oatentabii^tv 
The patent examiner md the Board are deemed to have experience in the fielZf SnveSiS? how^^^ 

ItlZTT^'' ^^f'^ *° detenninaticn^f patentability, musFbrapS 

viewpou t of &quotthe person havmg ordinary skill in the art to which said subject matter pertain?" t^e 
words o sec|ipJ01. In fmdmg the relevant facts, in assessing the s:gmf:cancrofThT?rior^^d iS 
making .h:- ultimate determination of the issue of obviousness, th. exaininei and the K S=^es^med 
to act from this viewpoint Thus when they rely on what they assert to be general ImoSe to 
patentab. hty that knowledge must be articulated and placed on the record The faZf to do so is nm 
consistent with either effective administrative procedure or effective Judicial review The bSrd can^o 
rely on conclusory statements when dealing with particular combinations of pri^^and specific cS^ 
but must set forth the rationale on which it relies. spvciric claims, 



Alternative Grounds 



RL°r5i ^gV^e"t the PTO Solicitor proposed alternative grounds cn which this court might affirm the 
Board s decision^ However, as stated rn Burlington Tr ^ckLines Inc. v. United State. ^71 J^l ^iT^^^ 
83 .S£L JJ9,^i,m2d^7.a962}, &quotcourts may net accec ; appellate c ounsel's post hoc 
rationalization for agency action." Consideration by the appellate tribunal of new agency ustfSio^s 
deprives the aggneved party of a fair opportunity to support it-^ position- thus review S an 
admmistrative decision must be made on the founds reiied on by tl.e agency Sotlf tho r^^und^ ^ 

co^sXf *nrt7h?'.*' '''''' ' ^'r'^''' ^^S™ ^dminiscatve a^tioS by substituing w^^^^^^ 
considers 1346 o be a mcr-^ adequate or proper basis. ' Securities & Exchange Comm'n v Chenerv 
Corp. 3^2 U S. 194 196, 67 S.Ct. 1575, 91 L.Ed. 1995 (1947). As reiterated in Federal ElecuZ 
Com^ji^A^^^iJ^jj^ 25,JI8_^ 141 L.Ed.2d 1011998] &quotIf a revTewing court 

Trl^'t Tr ^^r^"^ the ia^^iitliIdeThhi^cyt\^^^^^^^^^^^ 
case-even though the agency hke a new jury after a mistrial) might later, in the exercise of its lawftil 

tSght's'Spt^^^^^^^ '^^"^ — — ^ ^-^^ 

Further Proceedings 

UZl Sound adniinistrative procedure requires that the agency apply the law in accordance with statute 
and precedent. The agency tnbunal must make findings of relevant facts, and present its r^a oninTS 
sufficient detail that he court may conduct meaningfiil review of the agency action. In Radio Sw .iZ 
News Directors ^.v.v W fgC-lM F.3d 872 rD.C.Cir.l 999^ the colrt discussed t he fequotSine 
between agency reasomng that is 'so crippled as to be unlawfiil' and acfion that is potentially 3ul bu! 
f M%'''AL7n'^^^^^^^ fr^"^ Checkosh> j.Semms & M. CW.. 23 

,. tnv^^;.l ttl ".^ explained that "[i]n the former circumstanci: the court's pract i^i 

nHnH-nt V ^8^"^y ^ °«ler, while in the lattor the court frequently remands for further explanation 
inchidmg discussion of the relevant factors and precedents) while withholding judgment on the 
lawfulness of the agency's proposed action.^' [dMlM. In this case the Board's analysis^ of the Lee 
invention does not comport with either the legd requirements for determination of obviousness or with 
ivniTnT"""" Administrative Procedure Act that the agency tribunal set forth the findings and 

explanations needed for &quotreasoned dec:siomnaking." Remand for these purposes is required. See 

**7 VACATED AND REMANDED. 

Ill F.3d 1338, 2002 WL 7714^ (Fed.Cir.), 61 U.S.P.Q.2d 1430 
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